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1 . This action is in response to the application filed on November 6, 2003. Claims 1 - 
6 are pending. 

2. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321(g) or 1 .321(d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

3. Claims 1 -6 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 15, 20, 25, 30, 31 and 37 of U.S. Patent 
No. 5,133,064. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they are directed to substantially the same invention 
including a phase locked loop (clock generating means/clock generator, phase 
comparator, low pass filter, voltage controlled oscillator, frequency divider and feedback 
path) and a logic device that is described at column 9, lines 51-57 as comprising a 
memory. The PLL and logic device being formed on a single semiconductor substrate. 
The claims in the patent do not explicitly recite the interface circuit. However, Interface 
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circuits are a common component of both logic devices and memory devices that allow 
data to be input to the device and output from the device and it would have been 
obvious to include an interface circuit on a semiconductor substrate that includes a logic 
device or a memory device. 

4. Claims 1-6 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 4, 5 and 9 of U.S. Patent No. 6,675,31 1 . 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because they are directed to substantially the same invention including a 
phase locked loop (clock generating means/clock generator) and a logic device that is 
described at column 9, lines 36-42 as comprising a memory. The PLL and logic device 
being formed on a single semiconductor substrate. The claims in the patent do not 
explicitly recite the interface circuit. However, interface circuits are a common 
component of both logic devices and memory devices that allow data to be input to the 
device and output from the device and it would have been obvious to include an 
interface circuit on a semiconductor substrate that includes a logic device or a memory 
device. 

5. Claims 1-6 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-10 of U.S. Patent No. 5,974,560. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because they are directed to substantially the same invention including a 
phase locked loop, a logic device that is described at column 9, lines 28-34 as 
comprising a memory and an interface circuit. The PLL, interface circuit and logic device 
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being formed on a single semiconductor substrate. Claims 6-10 of the patent do not 
explicitly recite the interface circuit. However, interface circuits are a common 
component of both logic devices and memory devices that allow data to be input to the 
device and output from the device and it would have been obvious to include an 
interface circuit on a semiconductor substrate that includes a logic device or a memory 
device. 

6. Claims 1-6 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1-3 of U.S. Patent No. 5,542,083. 
Although the conflicting claims are not identical, they are not patentably distinct from 
each other because they are directed to substantially the same invention including a 
phase locked loop, a logic device that is described at column 9, lines 36-42 as 
comprising a memory and an interface. The PLL, interface and logic device being 
formed on a single semiconductor substrate. The claims in the patent recite a plurality of 
units while the claims of the present application recite a single unit. However, it would 
have been obvious to apply the claimed invention to a plurality of units because the 
recited interface circuit of the application is for outputting data from the unit and the 
memory inputs an address. Therefore, the claimed invention of the application is 
designed to communicate with other units. 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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inventton was made to a person having ordinary sicill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any Inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

9. Claims 1 -6 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Talbot, U. S. Patent 4,689,581 in view of Inmos Limited, European Patent Application 0 
113516. 

Per claims 1 , 3 and 5: 

A) Talbot teaches the following claimed items: 

1 . a memory apparatus formed on one semiconductor substrate with figure 

1. at column 1, lines 39-60, at column 2, lines 47-57 and at column 10, lines 44- 
46; 

2. a PLL circuit generating a second clock signal with PLL 4 of figure 1 , at 
column 3, lines 5-65 and at column 10, lines 30-43; 

3. an interface circuit with Pins 3 of figure 1 and the related input/output 
circuitry and at column 2, lines 43-63. 
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B) The claims differ from Talbot in that Talbot fails to explicitly teach the 
memory part/RAM/ROM as claimed. 

C) However, Talbot describes that logic device 2 of figure 1 can be any circuit 
capable of performing logic operations including the microcomputer described in 
European Application 83307078.2 (Publication 0 1 13 516) at column 2, lines 47- 
57 and at column 10, lines 44-46. Therefore, Talbot discloses the claimed 
invention except for explicitly describing the memory part/RAM/ROM. Inmos 
Limited teaches that it is known to include a memory part/RAM/ROM as a logic 
device as set forth with figures 1-3, at page 7, last paragraph and at pages 9-10. 
It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to include a memory part/RAM/ROM as a logic device, as 
taught by Inmos Limited, in order to provide for storage of programs and data in a 
data processing system. One of ordinary skill in the art would have been 
motivated to combine Talbot and Inmos Limited because of Talbot's suggestion 
that logic device 2 could be Inmos Limited's microcomputer at column 2, lines 47- 
52. 

Per claims 2, 4 and 6: 

Inmos Limited describes the memory part/RAM/ROM Inputs an address 
responsive to a clock with figures 6-7 and 15-16 and at pages 10-13 and 44. In 
addition, as described in the above rejection, Talbot describes generating a 
second clock signal for the logic device of Inmos Limited at column 1, lines 39-60 
and at column 2, lines 47-57. 
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1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dennis M. Butler whose telephone number is 571-272- 
3663. The fax number for this unit is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

Dennis M. Butler 
Primary Examiner 
Art Unit 21 15 



